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DETAILED ACTION 
Response to Amendment 

1. This action is issued in response to applicant's Amendment C(Paper #19) filed 6/6/03. 

2. Claims 1,3,5,7,10,12-14,16-18,21,25-28,31,35-39,43,45,47,49 were amended.Claims 11,22,32 
were cancelled. New claims 51-315 were added. 

3. Claims 1-10,12-21,23-31,33-315 are pending. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. (AMENDED) Independent claims 1-3,36,38,43,47,49 are rejected under 35 USC 103(a) as 
unpatentable over Tobin(US Pat. No: 6,141,666) in view of Clark(US Pat. No:5,710,889) in 
view of Randle(US Pat. No: 5,787,403) and further in view of Horowitz(US Pat. No: 6,349,290). 

6. (AMENDED) As per claims 1-3,36,38,43,47,49,51-315 Tobin teaches a method for 
automatically preparing a customized reply to each response comunication from a plurality of 
clients(Abstract)(col 2 line 57-col 3 line 62)(col 5 line 1-col 6 line 19) where each response 
labeled to correspond to a labeled communication set to each of the plurality of cUents(Fig 8)(col 
8 line 49-54) where the method comprises receiving a plurality of responses where each response 
comprises a unique label to identify each response as coming from a particular client(col 9 line 
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52-col 10 line 7) and each response comprises a non purchase response option information (Fig 
7)(col 8 lines 25-40)(col 7 hnes 12-3 l)(Fig lC/1 14)(Fig 7/1 14) and inputting the response option 
information and corresponding client identification into an automated reply generation 
system(Fig 7/708) and preparing a reply specific to each response of the plurality of responses 
using the automated reply generation system where each reply comprises a label corresponding to 
the unique label of its corresponding response(Fig 7/115) and delivering prepared replies to the 
clients. Clark teaches providing a diversity of financial services to consumers(Abstract)(Fig 15) as 
requested by the customer(Fig 16) as well as individualized selections(Fig 17)(Fig 18) as well as 
customized content in selections(Fig 19) as well as the user selecting criteria(Fig 27) and 
customized reports to clients(Fig 28). It would have been obvious to one skilled in the art at the 
time of the invention to combine Tobin in view of Clark to teach part of the above. The 
motivation to combine is to teach an electronic delivery system that provides a customer access 
to a variety of financial services as enunciated by Clark(col 2 lines 36-39). Randle teaches a 
banking services platform that enables a financial services institution to provide new services, as 
access to brokerage investmemt and information, commercial banking and loan reviews and 
applications and selections as well as other financial products fi-om other institutions(col 4 lines 
38-58) as well as the ability of the financial institution to create customized and unique products 
particular to the institution available as products to the customers of the institution(col 5 lines 32- 
38).It would have been obvious to one skilled in the art at the time of the invention to combine 
Tobin in view of Clark and fiirther in view of Randle to teach the above. The motivation to 
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combine is to teach a bank-centric service platform that enables cusatomers to utilize advanced 
technology in accessing financial services particular to the individualized customer needs as 
enunciated by Randle(col 1 lines 51 -col 2 line 2).Horowitz teaches an automated interactive and 
proactive system for customized and personalized presentation of products of a financial 
institution in response to a request by a client(Abstract)(Fig l-37)(col 1 line 65-col 3 line 40).It 
would have been obvious to one skilled in the art at the time of the invention to combine Tobin 
in view of Clark in view of Randle and fiirther in view of Horowitz to teach the invention. The 
motivation to combine is to teach an antomated customization and personalized product service 
presentation system that utilizes intelligent engines that self learn and couple customer business 
needs with a financial institution's broadest set of products and services as enunciated by 
Horowitz(col 2 lines 5-11). 

7. (AMENDED)As per claims 2,3,36,38,43,47,49,51-315 Tobin teaches a system for 
automatically preparing customized conmiunications each of a plurality of clients where the 
communications present client response options including non purchase options(Abstract)(Fig 
7/1 14)(col 8 lines 25-40) and replying to non purchase options fi^om cUents with customized 
replies where the method comprises using decision information to automatically select variable 
information about each client and inserting the client information into the client communication 
which includes client response opfions(Fig 7/102) and appending each client communication to a 
separate host communication to form a plurality of combine communications where each of the 
combined communications comprises a client identifying label(Fig 7/708) and where delivering 
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each combine communication to a respective one of the pluraUty of chents(Fig 8) and receiving a 
pluraUty of responses where each response comprises an identifying label and response option 
information(Fig 1 lC/1 14)(Fig 18/1800) and inputting the response option information into each 
of the responses in a system for generating replies(Fig 12/115) and preparing a reply to each of 
the responses where each reply is directed to response option information and each reply 
comprises an identifying label and(Fig 18) delivering the replies to the appriopriate client(Fig 
12/708).clients.Clark teaches providing a diversity of financial services to 
consumers(Abstract)(Fig 15) as requested by the customer(Fig 16) as well as individualized 
selections(Fig 17)(Fig 18) as well as customized content in selections(Fig 19) as well as the user 
selecting criteria(Fig 27) and customized reports to clients(Fig 28).It would have been obvious to 
one skilled in the art at the time of the invention to combine Tobin in view of Clark to teach part 
of the above. The motivation to combine is to teach an electronic delivery system that provides a 
customer access to a variety of financial services as enunciated by Clark(col 2 lines 36-39). 
Randle teaches a banking services platform that enables a financial services institution to provide 
new services, as access to brokerage investmemt and information, commercial banking and loan 
reviews and apphcations and selections as well as other financial products from other 
institutions(col 4 lines 38-58) as well as the ability of the financial institution to create 
customized and unique products particular to the institution available as products to the 
customers of the institufion(col 5 lines 32-38).It would have been obvious to one skilled in the art 
at the time of the invention to combine Tobin in view of Clark and further in view of Randle to 
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teach the above. The motivation to combine is to teach a bank-centric service platform that 
enables cusatomers to utilize advanced technology in accessing financial services particular to 
the individualized customer needs as enunciated by Randle(col 1 lines 51 -col 2 line 2).Horowitz 
teaches an automated interactive and proactive system for customized and personalized 
presentation of products of a financial institution in response to a request by a 
client(Abstract)(Fig l-37)(col 1 line 65-col 3 line 40)Jt would have been obvious to one skilled 
in the art at the time of the invention to combine Tobin in view of Clark in view of Randle and 
fiirther in view of Horowitz to teach the invention. The motivation to combine is to teach an 
automated customization and personalized product service presentation system that utilizes 
intelligent engines that self leam and couple customer business needs with a financial 
institution's broadest set of products and services as enunciated by Horowitz(col 2 lines 5-11). 

8. Dependent claims 4-35,37,39-42,44-46,48,50-315 are rejected under 35 USC 103(a) as 
unpatentable over Tobin(US Pat. No:6,141,666) in view of Atkins(US Pat. No: 5,852,81 l)in 
view of Clark(US Pat. No:5,710,889) in view of Randle(US Pat. No: 5,787,403) and fiirther in 
view of Horowitz(US Pat. No. 6,349,290). 

9. (AMENDED) As per claims 4-35,37,39-42,44-46,48,50-315 Tobin teaches a method for 
automatically preparing a customized reply to each response comunication fi^om a plurality of 
clients(Abstract)(col 2 line 57-col 3 line 62)(col 5 line 1-col 6 line 19) where each response 
labeled to correspond to a labeled communication set to each of the plurality of clients(Fig 8)(col 
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8 line 49-54) where the method comprises receiving a plurality of responses where each response 
comprises a unique label to identify each response as coming from a particular client(col 9 line 
52-col 10 line 7). Tobin fails to teach the method of claim 1 wherein the labeled computer 
conmiunication comprises information about a financial product utilizing the internet. Atkins 
teaches this(Abstract)(Fig 3)(col 3 line 6-col 5 line 60)(col 6 lines 53-59)(col 20 lin 24-col 23 
line 51)(Table 14)(col 24 lines 13-34)(col 34 line 28-col 36 line 45)(Fig 8a/8b/8c)(col 42 line 21- 
col 44 line 48).It would have been obvious to one skilled in the art at the time of the invention to 
combine Tobin in view of Atkins to teach the above. The motivation to combine is to provide a 
method to meet the wide variety of individual financial resources and attitutudes toward financial 
investments and risk and to produce financial products tailored and customized to the current 
needs of individuals and be flexible to accommodate future variations in their requirements as 
enunciated by Atkins(col 2 lines 49-53). clients.Clark teaches providing a diversity of financial 
services to consumers(Abstract)(Fig 15) as requested by the customer(Fig 16) as well as 
individualized selections(Fig 17)(Fig 18) as well as customized content in selections(Fig 19) as 
well as the user selecting criteria(Fig 27) and customized reports to clients(Fig 28).It would have 
been obvious to one skilled in the art at the time of the invention to combine Tobin in view of 
Clark to teach part of the above. The motivation to combine is to teach an electronic delivery 
system that provides a customer access to a variety of financial services as enunciated by 
Clark(col 2 lines 36-39). Randle teaches a banking services platform that enables a financial 
services institution to provide new services, as access to brokerage investmemt and information. 
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commercial banking and loan reviews and applications and selections as well as other financial 
products from other institutions(col 4 lines 38-58) as well as the ability of the financial institution 
to create customized and unique products particular to the institution available as products to the 
customers of the institution(col 5 lines 32-38).It would have been obvious to one skilled in the art 
at the time of the invention to combine Tobin in view of Clark and further in view of Randle to 
teach the above. The motivation to combine is to teach a bank-centric service platform that 
enables cusatomers to utilize advanced technology in accessing financial services particular to 
the individualized customer needs as enunciated by Randle(col 1 lines 51 -col 2 line 2).Horowitz 
teaches an automated interactive and proactive system for customized and personalized 
presentation of products of a financial institution in response to a request by a 
cUent(Abstract)(Fig l-37)(col 1 line 65-col 3 line 40).It would have been obvious to one skilled 
in the art at the time of the invention to combine Tobin in view of Clark in view of Randleand 
furthef in view of Horowitz to tasvche the invention. The motivation to combine is to teach an 
antomated customization and personalized product service presentation system that utilizes 
intelligent engines that self learn and couple customer business needs with a financial 
institution's broadest set of products and services as enunciated by Horowitz(col 2 lines 5-1 1). 

Double Patenting 

9. Claims 1 -3 1 5 are further rejected under the judicially created doctrine of double patenting 
over the claim of U. S. Patent No. 5,987,434 since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the patent. 
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The subject matter claimed in the instant appHcation is fully disclosed in the patent and is 
covered by the patent since the patent and the application are claiming common subject matter, as 
follows: US Pat. No: 5,987,434 contain substantially similar claims and subject matter. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims corresponding to those of the instant application during prosecution of the application 
which matured into a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). 
See also MPEP § 804. 

Claim Rejections - 35 USC§112 

10. Claims 51-315 are further rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention.In particular, these claims add no new patententable weight 
material to those already cited in the original claims. They are primarily descriptive in nature. 

Response to Arguments 

11. Applicant's arguments with respect to claims 1-10,12-21,23-31,33-315 have been 
considered but are moot in view of the necessitated additional (new) ground(s) of rejection. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office acfion. Accordingly, THIS ACTION IS MABE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poHcy as set forth in 37 CFR 1.136(a). 



Application/Control Number: 09/354802 
Art Unit: 3624 



Page 10 



A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi"om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the maiUng date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated fi'om the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS fi*om the date of this final 
action. 

9|C 9||C ))C 9|C 5|C Sjc S|p 3(C ^(C Sj^ SjC SjC 3fC 3|C 3|C 3|C 3|C 3|C 3|C SfC 5)^ 3|C 9|C )|C 9)C 5(C SjC SfC 3fC 3|C 3|C 3|C 3|S 3(5 Sft S|C ^jt 3||C 3|C 3|C Sj^ 3|c ^ SfC 9^ 3|C 3|C SfC 3|C 3|C 3|C 3|C 9|C 3|C SfC 3|c 3|c 3|C 3|c 3(C 3|C 

Any questions concerning this communication should be addressed to the examiner of record. 
Dr. Geoffrey Akers, P.E., who can be reached between 6:30 AM and 5:00 PM Monday through 
Friday at 703-306-5844. If attempts to contact the examiner are unsuccessful, the examiner's 
superior, Mr. Vincent Millin, SPE, may be telephoned at (703)-308-1065. 

The fax number for Formal or Official faxes and Draft or Informal faxes to Technology 
Center 2100 or this Art Unit is (703)-308-6296 or 6306. Any inquiry of a general nature or 
relating to the status of this application should be directed to the Group receptionist whose 
telephone number is (703)-305-3900. 
GRA / 




DR. GEOFFREY R. AKERS. P.E. 
PRK^ARYE)»«R 



